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DETAILED ACTION 
Continued Examination Under 37 CFR 1.114 

1 . A request for continued examination under 37 CFR 1.114, including the fee set 
forth in 37 CFR 1 .17(e), was filed in this application after final rejection. Since this 
application is eligible for continued examination under 37 CFR 1.114, and the fee set 
forth in 37 CFR 1.17(e) has been timely paid, the finality of the previous Office action 
has been withdrawn pursuant to 37 CFR 1.114. Applicant's submission filed on April 
17, 2006 has been entered. 

Response to Amendment 

2. Claims 1 and 13 have been amended, claims 5 and 18 have been deleted and 
no new claims have been added. Hence, claims 1-4, 6-17 and 19-26 are pending in the 
application. 

Claim Objections 

3. Claim 1 3 is objected to because of the following informalities: in claim 1 3, line 1 , 
the status identifier "(original)" should be replaced with the status identified "(currently 
amended)" since the claim has been amended. Appropriate correction is required. 

Claim Rejections - 35 USC § 103 

4. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 
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(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 1 02 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

1. Claims 1-4, 6-17 and 19-26 are rejected under 35 U.S.C. 103(a) as being 

unpatentable over Yoshida et al. (US 5,507,865) in view of Moffatt et al. (US 5,106,416). 

Yoshida et al. teach an aqueous ink jet ink composition comprising 0.1-20% by 

weight of a water-soluble dye, preferably a black dye, 0.01-20% by weight of an amino 

acid such as arginine, lysine, histidine, ornithine and derivatives thereof and water. 

Yoshida et al. further teach that additives such as surfactants may be added for their 

normal functions. See col. 2, lines 25-55, dyes (A), (B) and (C), col. 3, lines 50-65, col. 

4, lines 32-58, examples 1-3, Table 2 and claims 1-6. Yoshida et al. fail to specifically 

teach the addition of an amphoteric (i.e. zwitterionic) surfactant as claimed by 

applicants. 

Moffatt et al. teach an ink jet ink composition containing a zwitterionic surfactant 
such as N,N-dimethyl-N-dodecyl amine oxide, N,N-dimethyl-N-tetradecyl amine oxide, 
N,N-dimethyl-N-hexadecyl amine oxide, N.N-dimethyl-N-octadecyl amine oxide, N,N- 
dimethyl-N-(Z-9-octadecenyl)-N-amine oxide, N- dodecyl -N,N-dimethyl glycine and 
sulfobetaines wherein the surfactant improves the color bleed between inks. See col. 2, 
lines 33-36,col. 3, lines 45-50, col. 4, lines 20-64, col. 5, lines 12-20, col. 8, lines 13-18 
and claims 1-3, 6 and 7. 
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Therefore, it would have been obvious to one having ordinary skill in the art to 
modify the aqueous ink jet ink of Yoshida et al. by adding the zwitterionic surfactant of 
Moffatt et al. in order to improve the color bleed of the aqueous ink when printed next to 
another ink composition. 



Response to Arguments 

2. Applicant's arguments filed April 17, 2006 have been fully considered but they 
are not persuasive. 

Applicants argue that there is no motivation to combine the Yoshida et al. and 
Moffat et al. references since the Yoshida reference adds an amino acid to improve 
water resistance, provide satisfactory image density and prevent bronzing and the 
Moffat reference adds an amphoteric surfactant to alleviate bleeding between inks. The 
examiner disagrees since the amphoteric surfactant of Moffatt et al. is added to provide 
an additional benefit (i.e. preventing bleeding) in addition to the other benefits already 
shown in the Yoshida reference. Furthermore, applicants state in their specification that 
the addition of the amphoteric surfactant helps to prevent bleeding between a black ink 
jet ink of the present invention and a colored ink jet ink (see page 6, lines 10-12). 

Applicants further argue that the Yoshida et al. reference only mentions the 
addition of a surfactant and never specifically identifies that an amphoteric surfactant 
can be used and unless an amphoteric surfactant is added, increased penetration 
occurs and negatively impacts the optical density of the ink. The examiner disagrees 
since the use of the term "surfactant" suggests the addition of any surfactant that is 
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typically added to ink compositions. Therefore, it is the examiner's position that the 
addition of the amphoteric surfactant of Moffatt et al. along with it's ability to prevent 
bleeding would have been obvious to one having ordinary skill in the art absent a 
showing to the contrary. Furthermore, applicants argue that the Moffatt et al. reference 
does not specifically exemplify the use of an amphoteric surfactant and only exemplifies 
the use of Surfynol 465 (i.e. nonionic surfactant) and therefore, there is no specific 
suggestion in the Moffatt et al. reference of using an amphoteric surfactant over other 
types of surfactants. The examiner disagrees since the example in the Moffatt et al. 
reference (see col. 8, lines 13-18) also includes an amphoteric surfactant (i.e. OOAO) in 
the amounts as claimed by applicants in combination with the nonionic surfactant. 
Therefore, it is the examiner's position that the Moffatt et al. reference does provide a 
suggestion of using the amphoteric surfactant as claimed. The examiner suggests 
providing evidence that an ink containing an amino acid and an amphoteric surfactant 
would have unexpected results as compared to an ink containing an amino acid and a 
surfactant other than amphoteric such as nonionic and/or cationic surfactant. 
Applicants should note that the examples in the specification only compare an ink 
containing an amino acid and an amphoteric surfactant to an ink that does not contain 
an amino acid but does contain an amphoteric surfactant. The examiner will consider 
any evidence as described above as long as it is submitted in response to this Office 
Action. 
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Conclusion 



The remaining references listed on forms 892 and 1449 have been reviewed by 
the examiner and are considered to be cumulative to or less material than the prior art 
references relied upon in the above rejections. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Helene Klemanski whose telephone number is (571) 
272-1370. The examiner can normally be reached on Monday-Friday 5:30-2:00. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Jerry Lorengo can be reached on (571) 272-1233. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free)./. / \/ A 7 
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